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Bef ore Cissel, Hanak and Rogers, Adm nistrative Tradenark
Judges.

Opi ni on by Rogers, Admi nistrative Trademark Judge:

An application has been filed by E* Prescription, Inc.
to register the mark EPHYSI CI AN for goods and services

identified, foll ow ng amendnent, as:

! The caption for each of applicant’s briefs in this appea
identifies ePhysician, Inc. as applicant. Records of the
Ofice s Assignnent Branch, however, reveal recordation only of a
grant of a security interest in the involved application, by
EPHYSICIAN, Inc. to COMSCO, Inc. |If applicant has assigned or
otherwi se transferred the involved application to EPHYSI Cl AN,
Inc., recordation of the docunent(s) is recommended. See Patent
and Tradermark Rules in Part Three of Title 37 of the Code of
Federal Regul ations.
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“Conputer hardware and software for the online
delivery of drug prescriptions and for the
di ssem nation of patient information and drug
interaction information; hand-held and desktop
conputers used to record, process, and transmt

pati ent information and drug prescriptions;
computer software program for wuse in physician
practice managenent , i ncl udi ng appoi nt nent
schedul i ng, pati ent i nformati on, and dr ug
information,” in International Cass 9; and
“Providing patient nedical i nformation, drug
interaction information, and drug prescription
information,” in International C ass 42.

The Trademark Exam ning Attorney has refused
regi stration under Section 2(e)(1) of the Lanham Act, 15
U S. C 81052(e)(1), on the ground that applicant’s mark, if
used in connection with the identified goods and services,
woul d be nerely descriptive of them Wen the refusal was
made final, applicant appealed. Applicant and the
Exam ning Attorney have filed briefs, and there was an oral
heari ng at which both applicant’s counsel and the Exam ning

Attorney appear ed.

The Record

The record for this appeal consists of dictionary
definitions of the “E" prefix and of “physician”; web
pages i ntroduced by the Exami ning Attorney to show t hat use
of “the prefix ‘e-" means ‘electronic’”; nunerous excerpts

retrieved by the Exami ning Attorney fromthe NEXI S
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dat abase, alnost all of which are offered as evi dence of
t he asserted descriptiveness of the phrase “electronic
physi cian”; reprints introduced by applicant of web pages
accessible via applicant’s web site and which concern
applicant and its products and services; web pages
i ntroduced by the Exam ning Attorney which contain articles
on the nerits, or lack thereof, of protecting “‘e words”
as trademarks; and a copy of an unpublished Board deci sion
specifically designated not to be cited as precedent.

Before turning to the argunents that have been
presented, we attend to objections applicant has nade to
the material introduced into the record by the Exam ning
Attorney. Because applicant filed a brief, a suppl enental
brief follow ng remand, and a reply brief, the various
objections were raised at different tines, but it is clear
that applicant naintains themall.

First, applicant argues that the Exam ning Attorney
did not state that the NEXIS excerpts retrieved from her
vari ous searches of the database are “representative
sanpl es” and we nust, therefore, draw the concl usion that
the introduced excerpts were the only rel evant ones, in the
Exam ning Attorney’s view. Applicant argues, therefore,
that the percentage of “hits” is very small and this fact

alone is probative of the |lack of descriptiveness of both
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“ephysi cian” and “el ectroni c physician.” Second, applicant
argues that the Exam ning Attorney did not discuss certain
web pages nmade of record with the Exam ning Attorney’s
final refusal and, therefore, we should not consider them
because they do not have a proper foundation. Third,
applicant argues that the Exam ning Attorney has not
conplied with proper Ofice practice, as set forth in the
Trademar k Manual of Exam ni ng Procedure, governing

i ntroduction of material fromprinted publications and
governing introduction of material retrieved fromresearch
dat abases.? Based on these arguments, applicant urges us to
“deemall of the evidence subnmtted by the Exam ning
Attorney as inadmssible.” 1In the alternative, applicant
argues that, at a mininum NEXI S excerpts or articles
retrieved fromthe Internet and which are derived from
foreign publications or wire services are not rel evant and
shoul d not be considered. Finally, applicant argues that
the Board s prior, unpublished decision should not be

consi der ed.

2 Though this argunent was not articulated in the response to the
NEXI S article excerpts introduced by the initial Ofice Action,
we consider it in regard to all evidence that can be
characterized as publications, whether derived fromNEXIS or the
Internet, and regardl ess of the Ofice Action by which it was

i ntroduced.
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W agree with applicant that the Exam ning Attorney
nmust be presumed to have made the best avail able NEXI S
evi dence of record, but we do not agree that the arguably
smal | percentage of the total search results nade of record
shoul d sonehow refl ect negatively on this evidence.
Searches of the Internet and of research databases,
i ncludi ng, for exanple, the LEXI S dat abase enpl oyed by nmany
attorneys, can be cast broadly or narrowmy. There is
not hi ng i nherently wong in casting a broad search, unless,
perhaps, it is the possible waste of the searcher’s tine
and resources. Under applicant’s theory, searches by
Exam ni ng Attorneys for the nost rel evant evidence m ght be
undermned if Ofice policy placed a prem um on searches
which were narrowWy tailored to result in a high percentage
of usabl e excerpts, rather than a thorough search which
m ght happen to retrieve both usabl e and unusabl e evi dence.
Al so, such policy m ght encourage Exami ning Attorneys to
make of record a high percentage of their search results,
even though individual excerpts m ght be of dubious
rel evance. W see nothing to recomend a policy that
encour ages either approach. 1In short, we see nothing wong
W th casting a broad search and then carefully review ng
the results to ensure that only the best evidence is nmade

of record. Nonet hel ess, in circunmstances such as these, an
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applicant remains free to argue, as the instant applicant
has done, that when a small percentage of a search’s
results are nmade of record, this nmay be viewed as probative
that a termor terns which otherw se appear in w despread
use are not widely used in connection with an applicant’s
goods or services.

In regard to the web pages made of record with the
final refusal, we agree that we can find no discussion of
these in the refusal. Accordingly, we have not consi dered
t hese pages.?

As to applicant’s argunent that the Exam ning Attorney
has not conplied with Ofice practice in her introduction
of NEXI'S excerpts and articles retrieved fromthe Internet,
we di sagree. There is sufficient information to allow
applicant to determ ne the source of these articles.
| ndeed, applicant has had no difficulty determ ning which
are relevant and which are not (e.g., wire service reports
and reports fromforeign publications). Also, we believe

there is sufficient infornmation of record to allow the

® W observe, however, that exclusion of these itens has had
little influence on this case. It appears that these materials
were introduced either to show that the “e” prefix is equivalent
to “electronic” or that there is a proliferation of words
featuring an “e” prefix. Applicant, as discussed infra, has
expressly conceded the forner point and inplicitly conceded the
latter by virtue of its argunent that consuners are accustomed to
differentiating between “e” prefixed marks and “e” prefixed
descriptive or generic terns.
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applicant to discern the Exam ning Attorney’s approach to
searching for these articles.

We agree, however, that the various wire service
reports and articles fromforeign publications are not
relevant, and the Board' s prior, unpublished deci sion,
cannot be relied on. Accordingly, these have not

i nfl uenced our deci sion.

The Argunents

The el enents of the Exam ning Attorney’ s argunent al
are set out in her brief. First, she contends that the “F
prefix means “electronic” and, with or without a foll ow ng
hyphen, woul d be understood by applicant’s custoners to
i ndi cate the electronic nature of applicant’s goods and
services. Second, she contends that “physician” also is
descriptive, because it designates the intended user or
purchaser of applicant’s goods or services. The conposite
EPHYSI Cl AN i s descriptive, according to the argunent,
because the individual conponents are; because the
conbi nati on “does not result in a termso incongruous or
unusual ” that its only significance could be as identifying
mark for the applicant’s goods and services; and the

conposite’s primary significance is the sane as that of
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each of its conponents, i.e., to reveal “a feature and/or
function” of the goods and services.

In regard to perception of the mark by custoners, the
Exam ning Attorney contends, there is no need for a
prospective custoner of applicant to use “inmagi nation,
effort, thought or an extra nental step” to understand the
inport of EPHYSICIAN, rather, it “imedi ately conveys
i nformati on regardi ng the goods and services, nanely, that
t hey involve the electronic delivery of information for
physi ci ans...”

In regard to the need for any conpetitor of applicant
to use EPHYSI Cl AN, the Exam ning Attorney argues that even
if applicant is the first or only user of the term it nust
still be kept free for others to use as the Internet and
use thereof grows; that there is significant use of
“el ectroni c physician,” a phrase for which EPHYSICI AN is
t he equivalent; and there is evidence of at |east one
apparent conpetitive use, i.e., the use by “MD net guide”
on its honme page, as described in a NEXIS excerpt fromthe
Phi | adel phia Busi ness Journal of February 11, 2000.

Applicant explains that its goods are “essentially a
conput er- based pati ent nmanagenent system for use by
heal t hcare professionals to better and nore accurately

treat patients and to keep records related to such
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treatments.” Brief, p. 2. Applicant concedes that “*E 1is
frequently used to nean ‘electronic’ and that certain words
with an ‘E prefix have becone common, generic terns (e.qg.
e-mai|l and e-conmmerce).” Brief, p. 4. At the oral

heari ng, applicant’s counsel further conceded that both E
and PHYSI Cl AN woul d, used individually, be descriptive for
applicant’s goods.* Nonethel ess, applicant argues, the
Exam ni ng Attorney has not paid enough attention to the
fact that applicant’s mark is not E or PHYSI Cl AN but,
rather, is EPHYSICI AN, and that this conposite is “nore
than the sumof its parts” and “requires an anal ysis of
both the effect of the combination on the m nds of
prospective consuners and the conpetitive need for others
to use that particular conbination.”

In regard to the “effect of the conbination,”
appl i cant asserts that “hearing or seeing EPHYSICI AN,” a
prospective consuner of applicant’s goods and services
“woul d not understand what was nmeant by this term”
Response to initial Ofice Action, p. 4. Mor eover,
applicant argues, if “ephysician” is taken to nean

“el ectroni c physician” then it would describe “a robot, or

* Applicant “could not stop another in the same field fromusing
an E-prefix inits mark, nor could it stop another from using
PHYSI Cl AN for goods or services directed to physicians.” Reply
brief, p. 6
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at | east a device which takes the place of a physician in
sone fashion (e.g., a diagnostic tool).” But, applicant
hastens to add; its goods and services do not involve
“robotic doctoring.” Applicant asserts the conposite
EPHYSICI AN i s, therefore, incongruous. Brief, p. 5.

In regard to “conpetitive need,” applicant argues in
its briefs that it is clear applicant’s use of EPHYSI Cl AN
woul d not inhibit conpetition; that, if there were a need
for conpetitors to use it, the Exam ning Attorney would
have di scovered evidence of its use; that there are only
two NEXI S excerpts revealing use of “ephysician” and one of
these is inadm ssible; and that there are nyriad other
terms that could be used by offerors of conpetitive patient
managenent systens. At the oral argunment, applicant’s
counsel asserted that the one adm ssible NEXI S excer pt
showi ng use of “ephysician,” which nay appear to be a use
by a conpetitor, in fact “may” be a use referring to
applicant or to a client. In addition, counsel asserted
that there are other marks being used by conpetitors of

applicant which are “doing better” than applicant.

Deci si on
It is, of course, well settled that the question

whether a termis nerely descriptive is determned not in

10
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the abstract but, rather, in relation to the goods or
services for which registration is sought, the context in
which it is being used on or in connection with those goods
or services and the possible significance that the term
woul d have to the average purchaser or user of the goods or

services. See Inre Bright-Crest, Ltd., 204 USPQ 591, 593

(TTAB 1979) and In re Recovery, 196 USPQ 830 (TTAB 1977).

A proposed mark is considered nerely descriptive of
goods or services, within the neaning of Section 2(e)(1) of
the Trademark Act, if it imrediately conveys infornmation
about an ingredient, quality, characteristic, feature,
function, purpose or use of the goods or services. Inre

Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-

218 (CCPA 1978); see also In re Gyulay, 820 F.2d 1216, 3

UsP@2d 1009 (Fed. Gr. 1987). It is not necessary that a
term describe all of the properties or functions of the
goods or services in order for it to be nmerely descriptive
thereof; rather, it is sufficient if the termdescribes a

significant attribute or idea about them |In re Venture

Lendi ng Associ ates, 226 USPQ 285 (TTAB 1985). Thus, it is

not necessary, in this instance, that a prospective
purchaser of applicant's goods or services be i mediately

apprised of the full panoply of features of applicant's

11
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goods or services for the term EPHYSICI AN to be found
nmerely descriptive.

Appl i cant concedes that the prefix “E’ neans
el ectronic and concedes that it has no exclusive right to
use the “E’ prefix for its goods and services, which
utilize the Internet.®> Further, applicant concedes that it
has no exclusive right to use “physician,” because
applicant’s goods and services are targeted to physicians.
Appl i cant argues, however, that a physician, hearing or
seei ng the conposite EPHYSI Cl AN woul d not know what it
meant. That, of course, is not the question. Rather, the
guestion is whether a physician, as the targeted
prospective purchaser or user of applicant’s goods or
servi ces, would, when contenplating EPHYSICI AN in
conjunction with applicant’s Internet-based patient
managenment system and services, imredi ately derive sone
descriptive neaning fromthe use of the term or would the
physi ci an have to cogitate or wonder what significance the

term has for such goods and services.

> Even had applicant not conceded this, the record clearly
establishes that “E’ as a prefix, whether with or without a
hyphen, is an accepted shorthand reference for “electronic” and
is wdely coupled with other terns to indicate that goods or
services are provided by, or available via, the Internet. See
also, inthis regard, Inre Styleclick.comlnc., 57 USPQd 1445,
1448 (TTAB 2000) (“In sum ‘e-,’ when used as a prefix in the
manner of applicant’s mark, has the generally recogni zed neani ng
of ‘electronic’ in ternms of conputers and the Internet.”).

12
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W believe the prospective custoner physician would
i medi ately perceive that use of the goods and services
woul d further the physician’s effort to be an “electronic
physician,” i.e., an Internet- or web-savvy physician
utilizing the nost up to date technology for dealing with
patients, pharnmacies and | aboratories. W agree with
applicant that nost of the Exam ning Attorney’s NEXI S
evi dence of use of the phrase “el ectronic physician” does
not show use in this manner. W disagree, however, that
t he evi dence suggests that nost individuals, when
confronted with the phrase “el ectroni c physician” woul d
unerringly think of “robotic doctors” or diagnhostic tools.
Quite frankly, nost of the NEXIS evidence supports neither
the applicant’s nor the Exam ning Attorney’ s view of this
case.®

W note, in particular, the followi ng NEXI S
ref erences:

HEADLI NE: “Doctor Dean” has had practice talKking
to nasses

In a world where psychol ogi cal counseling has
becone a radio staple, it seenms to follow that

® Most of the NEXIS excerpts do not illustrate use of “electronic
physician” as a unitary phrase and are, therefore, of little aid.
There are a handful of references that refer to so-called robotic
doctors or conputers engaged in diagnosing patient conditions; or
to an el ectronics technician as an “el ectronic physician”; and,
as discussed herein, to flesh and bl ood physicians who have an

el ectronic aspect to their practice.

13



Ser

No. 75/589, 909

nmedi cal advice should be as close as your
tel evi si on set.

Welcome Dr. Dean Edell, poised to energe as
Anerica[’s] latest electronic physician—a man who
makes house calls over a living room picture tube
via his new NBC weekday series...

--The Houston Chronicle, June 28, 1992.

HEADL| NE: A dot.com ained at heal t h care
provi ders

MD net guide’s niche is that of a directory

t hat or gani zes i nformation efficiently for
doctors, not a primary source of information.
This makes staffing and expenditures |ighter

than what other nedical Wb sites may require,
Hi ggi ns sai d.

MD net guide’s marketing pitch plays on what
may be a physician’s handicap when it cones to
t echnol ogy.

“Are you an ePhysician?” MD net guide’ s hone
page recently asked. “The use of technol ogy and
information to inprove patient care is what sets
an ePhysician apart from ot her heal t hcare
prof essi onal s.” (Read: are you savvy or aren’t
you?)

And those savvy docs who scroll down the page
find they may be eligible to receive one of
10,000 handheld conputers which wuse office

managenment software. The software, anong other
things, allows doctors to place pharmacy orders
el ectronically, prom si ng to reduce errors
associated with illegible handwiting.

The ePhysician inmage may be one doctors
thenselves would Ilike to narket to their
patients. I ncreasingly, said Hi ggins, patients

are bringing print-outs of Wb sites into the
exam room

A doctor who is confortable with technol ogy can
respond to that information or, better yet,
provi de t he pati ent wth l'i nks to nor e
i nformation about a specific condition.

- - Phi | adel phia Business Journal, February 11,
2000.

14
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The Houston Chronicl e excerpt suggests that the notion
of a technol ogy-enpowered physician is not a phenonenon
given birth by the advent of the Internet. Instead, it
suggests that physicians who used other, nore “primtive”
forms of electronic technol ogy could be thought of as
“el ectroni c physicians.” The Phil adel phi a Busi ness Jour nal
excerpt suggests that “ePhysician” is a termthat clearly
denotes a physician who uses the Internet in his or her
practice.

Applicant’s counsel asserted, at the oral hearing,

t hat the Phil adel phia Business Journal article excerpt
“may” not be a descriptive use but, instead, a use in
reference to applicant. Apart fromthis contention, which
we consider below, applicant al so asserts that there sinply
is not enough evidence of descriptiveness, that “doubt
springs fromthe paucity of evidence,” and that such doubt
nmust be resolved in favor of applicant.

The Exam ning Attorney, however, is correct in her
observation that even if applicant is the first or only
user of a term registration nust be refused if it is
descriptive of applicant’s goods or services. See Inre

Central Sprinkler Co., 49 USPQ2d 1194 (TTAB 1998); In re

Eden Foods Inc., 24 USPQ2d 1757, 1761 (TTAB 1992).

15
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Further, the follow ng principle, expressed in the

Styleclick.comcase, is equally applicable here: “As the

I nternet continues to grow, nerely descriptive ‘e-’ prefix
terms for Internet-related goods and/or services nust be
kept available for conpetitive use by others.”
Styleclick.com supra, at 1448. Thus, the “paucity” of
evi dence does not raise doubt about the descriptiveness of
t he term EPHYSI Cl AN.

In regard to counsel’s claimthat the Phil adel phi a

Busi ness Journal article nmay not be in reference to a

conpetitor and, therefore, is not evidence of descriptive

"’ we note that this evidence was

use of “ePhysi ci an,
introduced with the Examning Attorney’ s final refusal and
was specifically addressed by applicant in its appeal
brief. Yet applicant did not raise any claimin its brief
that this article did not reference a conpetitor. Under

t he circunstances, we cannot discount this evidence solely

on the representation of counsel, at the oral hearing, that

the use discussed in the excerpt “my” not be that of a

" Applicant has applied to register EPHYSICIAN with a typed

drawi ng of the mark. |t appears fromapplicant’s briefing of
this appeal that applicant may actually be using the termin the
ePhysician form i.e., with a |ower case “e” and capital “P". It

does not appear that this latter nethod of use would necessitate
amendnment to a special formdraw ng, but the question is not
before us. Qur decision would not be affected by any potenti al
change from EPHYSICIAN in typed formto ePhysician in speci al
form as we believe each woul d convey the same inpression

16
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conpetitor. Moreover, even if we assuned that the use of
“ePhysician” on the “MD net guide” home page is in the
context of a discussion applicant’s goods, the nethod of
use is as a descriptive term and is not proper trademark
use. In short, this NEXI S excerpt is evidence of
descriptiveness, however it is weighed.

Prospective custoner physicians, when contenpl ating
EPHYSI CI AN i n conjunction with applicant’s goods and
services, would imedi ately be apprised of a significant
attribute thereof, i.e., that users would be "ephysicians”
or “electronic physicians” in the sense of being Internet-

savvy physicians. Cf. In re Canel Mnufacturing Conpany,

Inc., 222 USPQ 1031 (TTAB 1984) (termrefused registration
as descriptive when it nmerely identifies individuals to
whom goods or services are directed). W are not persuaded
ot herwi se by applicant’s contention that “ephysician” would
be taken to nmean a “robotic doctor” or other technol ogy-
based di agnostic tool. The termmay very well be perceived
in that manner if contenplated in conjunction with such
goods or related services, but that is not the situation
bef ore us.

Finally, we are not persuaded by applicant’s argunent
that there are other suitable terns which could be used to

descri be the type of physician one becones when using goods

17
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and services such as applicant’s; or by applicant’s rel ated
contention that conpetitors using other marks are “doing
better” than applicant. The argunent is unsupported and
specul ative. Moreover, a descriptive termis not rendered
registrable nerely because there nmay be alternative

descriptive terns also available for use. Cf. Cenesee

Brewing Co. v. Stroh Brewing Co., 124 F.3d 137, 149 n. 15,

43 USPQ2d 1734, 1743 n.15 (2nd Cir. 1997)(possible
alternatives may not be as effective in conmunicating

information to prospective purchasers); and Duraco Products

Inc. v. Joy Plastic Enterprises Ltd., 40 F.3d 1431, 1442,

32 USPQ2d 1724, 1732 (3rd Cir. 1994) (difference between
generic and descriptive terns is that latter have nore,

t hough finite, equivalents; but descriptive terns stil
protectible only on show ng of secondary mneani ng).

Deci sion: The refusal of registration is affirnmed.

18



